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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )£3 Responsive to communication(s) filed on 03 April 2006 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-42 and 44-46 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-7.11-35.42 and 44-46 is/are rejected. 

7) E3 Claim(s) 8-10 and 36-41 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^3 The specification is objected to by the Examiner. 

10)E3 The drawing(s) filed on 5/9/05 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114 was filed in this application after 
appeal to the Board of Patent Appeals and Interferences, but prior to a decision on the appeal. 
Since this application is eligible for continued examination under 37 CFR 1.114 and the fee set forth 
in 37 CFR 1.17(e) has been timely paid, the appeal has been withdrawn pursuant to 37 CFR 1.114 
and prosecution in this application has been reopened pursuant to 37 CFR 1.114. Applicant's 
submission filed on 4/3/06 has been entered. 

R4=cycIohexylmethyI is deemed supported by page 15, line 6 of the specification. 

Claims 1-3, 6-7, and 11-35, 42, 44-46 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

B. The R 4a choice of aryl-C^alkyl is clearly new matter, for reasons given previously, Applicants 

say that the term was removed, but this is not so; see claim 1, line 20. 

Claim Rejections - 35 USC§112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-7, 11-35, 42, 44-46 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

1. In Heterocycle, such as is formed from R3, of what types? "Heterocycle" is indefinite. What is 
the size of the ring? What is the number and nature of the heteroatoms? Can the ring be fused 
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or spiroconnected to another ring, and if so, what kind of ring? Can the ring be bridged? 
Unsaturated? Cf. In re Wiggins, 179 USPQ 421, 423. The traverse is unpersuasive. This was 
fixed in NR7R8, but still exists in NR2R3. 

2. The term "alky!" has been rendered indefinite by the specification. The amended version of 
paragraph 0041 does not resolve all the problems. Applicants have correctly removed the 
"cyclic" from the first sentence. However, the examples include both a cycloalkyl (cyclohexyl) 
and two alkyls that are substituted by a cycle (e.g. cyclopropylmethyl). This can be fixed by 
removing such choices. In addition, while the specific language of unsaturated has been 
removed, the "hydrocarbon" in the first sentence, the "hydrocarbon" still covers the 
unsaturated. This can be removed by inserting "saturated" before "hydrocarbon". 

3. In addition, the new paragraph introduces its own problem. The definition is so broad as to 
read on e.g. phenyl. Plus, of the three examples given, two are not cycloalkyl but are alkyl 
substituted by cycloalkyl. Applicants may wish to consider removing the definition of cycloalkyl 
altogether, as the term is a standard term and need no definition. 

4. The term aralkyl has been rendered indefinite by the specification. Paragraph 0028 provide 
that a carbon atom can be replaced with for example, oxygen, but it is unclear what else can 
replace the carbon atom (S? N? NH? -N=N-? Si? BH? B? S(O)?) , and whether the carbon 
atoms in the ring can be replaced as well. This would also mean that groups such as phenyloxy 
would be called aralkyl, which makes no sense at all. In responding to this issue, applicants 
should take note of the third R4 choice in claim 8. 

Specification 

The abstract is objected to as having put the commas into the substituted amine. These 
need to be removed. 

The replacement for paragraph 0050 should start with 0050, not 0001. 
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Claim Objections 



Claims 8-10, 36-41 objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

Claim 1 is of the wrong form. The commas were supposed to be removed, but a line above 
something does not remove it. A clean copy of this is needed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Mark L. Berch whose telephone number is 571-272-0663. The examiner can 
normally be reached on M-F 7:15 - 3:45. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
James O. Wilson can be reached on (571)272-0661. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Mark L. Berch 
Primary Examiner 
Art Unit 1624 
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